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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

FIRST AMENDED NOTICE OF OPPOSITION 

 

 Oakhurst Industries, Inc. DBA Freund Baking Co. ;͞Opposer͟Ϳ, a California 

corporation with its address at 2050 South Tubeway Ave., Commerce, CA 90040, 

believes that it will be damaged by registration of Application Serial No. 86/139,432 for 

the word mark FREUND’“ FAMOUS and Application Serial No. 86/139,577 for the words 

and design mark               ;literal eleŵeŶt FREUND’“ FAMOU“Ϳ (both of the foregoing 

marks individually referred to by their Application Serial Numbers and collectively as 

͞Applicant’s Marks͟Ϳ, both as applied for in the above-identified applications on 

December 10, 2013 by 13th Aǀe Fish Market IŶĐ. DBA FreuŶd’s Fish1 ;͞Applicant”), a New 

York corporation with its address at 4301 15th Avenue, Brooklyn NY 11219, and 

therefore, hereby opposes registration AppliĐaŶt’s Marks.  

 As grounds for opposition, Opposer alleges the following: 

1. Opposer owns two U.S. Registrations (Reg. No. 4,304,304 and Reg. 

No.4,500,792) for the words and design mark  (literal element SINCE 1856 FREUND 

                                                      
1 It should ďe Ŷoted that ǁheŶ Opposer’s attorŶeǇ ĐoŶduĐted a searĐh through the Neǁ York DepartŵeŶt 
of State, Division of Corporations, it was found that AppliĐaŶt does Ŷot haǀe a DBA Đalled ͞FreuŶd’s Fish͟. 
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BAKING CO.) as applied for in the above-identified registrations (both of the foregoing 

marks individually referred to by their Registration Numbers).  The registrations 

together cover the following goods and services:   ͞Bakery products͟ and ͞Private label 

baking services͟ ;͞Opposer’s Goods and Services͟Ϳ.  The registratioŶs are ǀalid, 

subsisting and in full force and effect.  Copies of Opposer’s registratioŶ ĐertifiĐates aŶd 

true and correct copies of TSDR printouts showing current status and title for Opposer’s  

registrations are attached hereto as Exhibit A, and are incorporated by reference as 

though fully set forth herein.   

 2. Opposer’s Reg. No. ϰ,ϱϬϬ,ϳϵϮ has ͞“INCE ϭϴϱϲ͟ aŶd ͞BAKING CO.͟ 

disclaimed. 

 3. In addition, Opposer owns common law rights in the words and design 

mark that is the subject of Opposer’s Reg. Nos. ϰ,ϯϬϰ,ϯϬϰ aŶd ϰ,ϱϬϬ,ϳϵϮ for Opposer’s 

Goods and Services.  Opposer further owns common law rights for marks that are 

differeŶt Đolored ǀersioŶs of Opposer’s Reg. Nos. ϰ,ϯϬϰ,ϯϬϰ aŶd ϰ,ϱϬϬ,ϳϵϮ for Opposer’s 

Goods and Services, such as  .  Moreover, Opposer owns common law rights in 

the ǁord ŵark FREUND BAKING CO. for Opposer’s Goods aŶd “erǀiĐes.  All of Opposer’s 

marks that feature the terŵ FREUND are referred to hereiŶ as ͞Opposer’s Marks.͟  

 4. Opposer has invested considerable money, time and effort into the use, 

adǀertisiŶg aŶd proŵotioŶ of Opposer’s Marks iŶ ĐoŶŶeĐtioŶ ǁith Opposer’s Goods aŶd 

Services. 

 5. Opposer has beeŶ usiŶg Opposer’s Marks iŶ ĐoŶŶeĐtioŶ ǁith Opposer’s 

Goods and Services since at least as early as January 1981. 

 6. Opposer’s Marks haǀe a loŶg aŶd illustrious historǇ in connection with 

Opposer’s Goods aŶd “erǀiĐes going back many years. 

 7. Since long prior to AppliĐaŶt’s filiŶg date aŶd AppliĐaŶt’s alleged first use 

and first use in commerce date of AppliĐaŶt’s Marks, Opposer has ĐoŶtiŶuouslǇ aŶd 

eǆteŶsiǀelǇ used iŶ iŶterstate ĐoŵŵerĐe Opposer’s Marks oŶ aŶd iŶ ĐoŶŶeĐtioŶ ǁith the 

advertising, promotion, offer aŶd sale of Opposer’s Goods aŶd “erǀiĐes. 



 

  

8. Opposer filed its application for the registration that matured into Reg. 

No. 4,304,304 on May 16, 2012 and also filed its application for the registration that 

matured into 4,500,792 on May 30, 2013.   

 9. Opposer’s Marks are iŶhereŶtlǇ distiŶĐtiǀe. 

 10. Opposer’s Marks are highlǇ distiŶĐtiǀe ǁith regards to the goods and 

serǀiĐes Đoǀered iŶ Opposer’s Goods aŶd “erǀiĐes.  Moreoǀer, Opposer’s Marks are 

highly distinctive with regards to the food industry.  Opposer’s Marks haǀe earŶed 

tremendous goodwill in the food industry.  Through Opposer’s ǁidespread use of 

Opposer’s Marks aŶd Opposer’s Goods aŶd “erǀiĐes, eǆteŶsiǀe proŵotioŶ of Opposer’s 

Marks aŶd Opposer’s Goods aŶd “erǀiĐes, Đustoŵer reĐogŶitioŶ of Opposer’s Marks and 

Opposer’s Goods aŶd “erǀiĐes, Opposer’s loǇal Đustoŵer ďase, its ŵultiple tradeŵark 

registratioŶs, aŶd other faĐtors, Opposer’s Marks haǀe ďeĐoŵe faŵous ǁithiŶ the 

meaning of Section 43(c) of the United States Trademark Act, 15 U.S.C. § 1125(c). 

 11. NotǁithstaŶdiŶg Opposer’s prior rights iŶ aŶd to Opposer’s Marks, 

Applicant filed on December 10, 2013 the above-ideŶtified appliĐatioŶs for AppliĐaŶt’s 

Marks ďoth for: ͞GEFILTE FI“H, FRE“H FI“H, NOT LIVE, FRO)EN FI“H, CANNED TUNA 

FISH, AND BREADED FISH FILLETS͟ ;͞Applicant’s Goods͟Ϳ, both with a claimed first use 

and first use in commerce date of October 1, 2013. 

FIRST GROUND FOR OPPOSITION: 

PRIORITY AND LIKELIHOOD OF CONFUSION  

 12. Opposer incorporates by reference Paragraphs 1 through 11, inclusive, as 

if fully set forth herein. 

 13. Opposer filed its appliĐatioŶs for its ŵarks preǀious to AppliĐaŶt’s filiŶg 

date for AppliĐaŶt’s Marks.  Both of Opposer’s filiŶg dates Đited iŶ Paragraph ϴ are 

preǀious to AppliĐaŶt’s Đlaiŵed first use aŶd first use iŶ ĐoŵŵerĐe dates for AppliĐaŶt’s 

Marks. 

14. Opposer has prioritǇ oǀer AppliĐaŶt through the use of Opposer’s Marks 

preǀious to the filiŶg date of AppliĐaŶt’s Marks aŶd through Opposer’s Reg. No. 

4,304,304 and Reg. No. 4,500,792.   



 

  

 15. Applicant is not affiliated or connected with Opposer, nor has Opposer 

endorsed or sponsored Applicant. 

 16. AppliĐaŶt’s Marks both have ͞FAMOU“͟ disĐlaiŵed. 

 17. Opposer’s Marks aŶd AppliĐaŶt’s Marks all incorporate the word 

͞FREUND͟.  

 18. Because of the disclaimer for AppliĐaŶt’s Marks, aŶd AppliĐaŶt’s Marks’ 

͞’“͟ ŵerelǇ deŶotiŶg ŶoŶ-distinctive matter signifying the possessive, ͞FREUND͟ should 

ďe ĐoŶsidered the doŵiŶaŶt part of AppliĐaŶt’s Marks. 

 19. “iŶĐe iŶ Opposer’s Reg. No. ϰ,ϱϬϬ,ϳϵϮ all the ǁords other thaŶ ͞FREUND͟ 

are disclaiŵed aŶd iŶ Opposer’s Reg. Nos. ϰ,ϱϬϬ,ϳϵϮ aŶd ϰ,ϯϬϰ,ϯϬϰ ͞FREUND͟ appears 

in the largest letters and in the center, most prominent portion of both registrations 

(along with the common law version of such marksͿ ͞FREUND͟ should ďe ĐoŶsidered the 

doŵiŶaŶt part of Opposer’s Reg. Nos. ϰ,ϱϬϬ,ϳϵϮ aŶd ϰ,ϯϬϰ,ϯϬϰ, along with the common 

law versions of such marks. 

20. Moreoǀer, ͞FREUND͟ should ďe ĐoŶsidered the doŵiŶaŶt part of 

Opposer’s ĐoŵŵoŶ laǁ ŵark for the ǁords ŵark SINCE 1856 FREUND BAKING CO. 

Opposer’s ĐoŵŵoŶ laǁ ŵark for FREUND BAKING CO. aŶd Opposer’s ĐoŵŵoŶ laǁ mark  

. 

 21. The desigŶ eleŵeŶt of Opposer’s Marks iŶĐorporates the ǁord ͞FreuŶd͟ 

iŶ ǁhite stǇlized letteriŶg, ǁith the ͞F͟ iŶ ͞FreuŶd͟ Đapitalized and the rest of the word 

in loǁer Đase letters all agaiŶst a ďlue ďaĐkgrouŶd.  The ͞F͟ iŶ Opposer’s Marks has its 

ends cut diagonally at a 45 degree angle and not in a vertical direction. 

 22. AppliĐaŶt’s Serial No. 86/139,577 is confusingly similar in appearance and 

commercial impressioŶ to Opposer’s Marks ďeĐause it too iŶĐorporates the ǁord 

͞FreuŶd͟ in white stylized lettering in a highly similar font to the oŶe Opposer’s Marks 

have, ǁith the ͞F͟ iŶ ͞FreuŶd͟ Đapitalized aŶd the rest of the ǁord iŶ loǁer Đase letters 

all against a blue ďaĐkgrouŶd aŶd the ͞F͟ iŶ AppliĐaŶt’s “erial No. ϴϲ/ϭϯϵ,ϱϳϳ also has 

its ends cut diagonally at a 45 degree angle and not in a vertical direction. 



 

  

23. “iŶĐe Opposer’s Marks aŶd AppliĐaŶt’s Marks ďoth haǀe the shared 

ideŶtiĐal ǁordiŶg of ͞FREUND͟, siŶĐe ͞FREUND͟ is the doŵiŶaŶt part of Opposer’s 

Marks aŶd AppliĐaŶt’s Marks aŶd siŶĐe Opposer’s Marks aŶd AppliĐaŶt’s “erial No. 

86/139,577 haǀe siŵilar desigŶ ĐoŵpoŶeŶts, AppliĐaŶt’s Marks are ĐoŶfusiŶglǇ siŵilar in 

appearance and commercial impression to Opposer’s Marks. 

24. Though different foods and food-related services may fall into different 

Đlasses, suĐh as AppliĐaŶt’s aŶd Opposer’s, suĐh foods aŶd food-related services can be 

considered closely related for a likelihood of confusion analysis, especially when the 

foods and food-related services are complimentary.  

25. Opposer’s Goods aŶd “erǀiĐes aŶd AppliĐaŶt’s Goods should be 

considered closely related and complimentary, espeĐiallǇ ďeĐause AppliĐaŶt’s Goods, 

namely its breaded fish fillets, incorporate bread, ǁhiĐh is a part of Opposer’s Goods 

and Services.   

26. Moreover, Applicant has already produced and sold products that 

iŶĐorporate ďread aŶd ďakerǇ produĐts siŵilar or the saŵe as Opposer’s Goods aŶd 

Services under the same marks that comprise ApplicaŶt’s Marks aloŶgside aŶd separate 

froŵ AppliĐaŶt’s Goods, such as tempura batter mix, muffins, cakes and cookies.  This 

shows that Applicant has already expanded iŶto Opposer’s Goods aŶd “erǀiĐes, which 

would cause people to be confused as to source between Opposer and Applicant.  Were 

AppliĐaŶt to release further ďread aŶd ďakerǇ produĐts uŶder AppliĐaŶt’s Marks, this 

likelihood of ĐoŶfusioŶ ǁould ĐoŶtiŶue, due to AppliĐaŶt’s eǆpaŶsioŶ iŶto Opposer’s 

Goods and Services. 

27. The consolidation and diversification of food manufacturing companies 

often leads to different types of food products being distributed by one company, with 

most consumers not being aware of this.  Thus, ǁheŶ ǀieǁiŶg AppliĐaŶt’s Marks iŶ 

ĐoŶŶeĐtioŶ ǁith AppliĐaŶt’s Goods, ĐoŶsuŵers are likely to be confused into believing 

that such goods originate with, are approved, sponsored or endorsed by, or have some 

connection or affiliation with Opposer. 



 

  

28. Moreoǀer, Opposer’s Goods and Services and AppliĐaŶt’s Goods are 

complimentary because Opposer’s ďakerǇ produĐts aŶd AppliĐaŶt’s fish products are 

often combined for dishes such as sandwiches.   

 29. Opposer’s Goods aŶd AppliĐaŶt’s Goods haǀe siŵilar trade ĐhaŶŶels 

because they both incorporate products that are found in the same places.  

 30. Opposer’s Goods aŶd AppliĐaŶt’s Goods are offered to siŵilar or 

overlapping classes of purchasers. 

31. AppliĐaŶt’s Marks, ǁheŶ used iŶ ĐoŶŶeĐtioŶ ǁith AppliĐaŶt’s Goods aŶd 

AppliĐaŶt’s ďread aŶd ďakerǇ produĐts is likelǇ to Đause ĐoŶfusioŶ, to Đause ŵistake, and 

to deĐeiǀe the trade aŶd puďliĐ, ǁho, upoŶ seeiŶg the AppliĐaŶt’s Marks iŶ ĐoŶŶeĐtioŶ 

ǁith AppliĐaŶt’s Goods aŶd AppliĐaŶt’s ďread aŶd ďakerǇ produĐts, ǁould ďelieǀe that 

such goods originate with, are approved, sponsored or endorsed by, or have some 

ĐoŶŶeĐtioŶ or affiliatioŶ ǁith Opposer. AĐĐordiŶglǇ, registratioŶ of AppliĐaŶt’s Marks 

would damage Opposer, and registration, therefore, should be refused pursuant to 

Section 2(d) of the Trademark Act. 

SECOND GROUND FOR OPPOSITION: 

DILUTION OF FAMOUS MARKS 

32. Opposer incorporates by reference Paragraphs 1 through 31, inclusive, as 

if fully set forth herein. 

 33. Opposer’s Marks are famous as defined under Section 43(c)(1) of the 

Trademark Act, through Opposer’s eǆteŶsive use and promotion of Opposer’s Marks in 

ĐoŶŶeĐtioŶ ǁith Opposer’s Goods aŶd “erǀiĐes. 

 34. Opposer’s Marks are also famous in food industry. 

 35. Opposer’s Marks ďeĐaŵe faŵous ďefore AppliĐaŶt’s filiŶg date aŶd 

AppliĐaŶt’s alleged first use aŶd first use iŶ ĐoŵŵerĐe dates for AppliĐaŶt’s Marks. 

 36. Opposer has ĐoŶtiŶuouslǇ used Opposer’s Marks throughout the UŶited 

States and internationally. 

37. AppliĐaŶt’s Marks are likelǇ to Đause aŶ assoĐiatioŶ ďetǁeeŶ AppliĐaŶt’s 

Marks aŶd Opposer’s Marks.  This false assoĐiatioŶ iŵpairs the distiŶĐtiveness of 



 

  

Opposer’s Marks aŶd ǁeakeŶs the ĐoŶŶeĐtioŶ iŶ the puďliĐ’s ŵiŶd ďetǁeeŶ Opposer’s 

Marks aŶd Opposer’s Goods aŶd “erǀiĐes. 

 38.  AppliĐaŶt’s Marks so reseŵďle Opposer’s Marks that theǇ are likelǇ to 

cause dilution by blurring.  Accordingly, registratioŶ of AppliĐaŶt’s Marks ǁould daŵage 

Opposer, and registration, therefore, should be refused pursuant to Section 43(c) of the 

Trademark Act. 

 

THIRD GROUND FOR OPPOSITION: 

MERE DESCRIPTIVENESS - ONLY FOR APPLICATION SERIAL NO. 86/139,577 

 3932. Opposer incorporates by reference Paragraphs 1 through 3831 inclusive, 

as if fully set forth herein. 

 4033. AppliĐaŶt’s “erial No. 86/139,577 incorporates as part of its design 

element the picture of a fish. 

 4134. Such a picture of a fish does not have secondary meaning. 

4235. AppliĐaŶt’s Goods are fish produĐts suĐh as: ͞GEFILTE FI“H, FRE“H FI“H, 

NOT LIVE, FROZEN FISH, CANNED TUNA FISH, AND BREADED FISH FILLETS͟, as listed in 

the appliĐatioŶs for AppliĐaŶt’s Marks. 

4336. The legally equivalent wording to the picture of a fish part of the design 

ĐoŵpoŶeŶt of AppliĐaŶt’s “erial No. 86/139,577 is ͞fish͟. 

4437. Thus, the piĐture of a fish part of the desigŶ ĐoŵpoŶeŶt of AppliĐaŶt’s 

Serial No. 86/139,577 is ŵerelǇ desĐriptiǀe of AppliĐaŶt’s Goods.  Accordingly, 

registration of Serial No. 86/139,577, should be refused pursuant to Section 2(e)(1) of 

the Trademark Act. 

FOURTH GROUND FOR OPPOSITION: 

FRAUD 

 45. Opposer incorporates by reference Paragraphs 1 through 44 inclusive, as 

if fully set forth herein. 

 46. When Applicant filed its Application Serial No. 86/139,577, it used a 

drawing of the mark that was subject of that application with a ® registration symbol 

incorporated in that mark. 



 

  

47. When Applicant filed its Application Serial No. 86/139,577 and 

Application Serial No. 86/139,432, it submitted the same specimen for each application, 

showing fish products with the drawing as originally submitted with the ® registration 

symbol. 

 48. OŶ MarĐh Ϯϳ, ϮϬϭϰ, AppliĐaŶt reĐeiǀed aŶ offiĐe aĐtioŶ ;the ͞Office 

Action͟Ϳ from the USPTO for its Application Serial No. 86/139,577 stating, among other 

issues, that Applicant must submit a new drawing of the mark that is the subject of that 

application deleting the ® registration symbol.  The ® registration symbol may not be 

used in connection with a mark until it is registered with the USPTO. 

 49. On June 9, 2014, Applicant responded to the Office Action by, inter alia, 

submitting a new drawing of the mark that was the subject of Application Serial No. 

86/139,577 without the ® registration symbol ;the ͞New Drawing͟Ϳ.  Applicant did not 

amend its first use or first use and first use in commerce date for the mark under this 

application when it submitted the amended drawing. 

 50. Applicant did not use the New Drawing as early as its stated first use and 

first use in commerce date of October 1, 2013 in its Application Serial No. 86/139,577. 

 51. Applicant knew that it had not used the New Drawing as early as its 

stated first use and first use in commerce date of October 1, 2013 in its Application 

Serial No. 86/139,577. 

 52. At least as early as AppliĐaŶt’s receipt of the Office Action, Applicant was 

on notice that it was improper to submit drawings and specimens for marks with the ® 

registration symbol because its marks were not registered. 

 53. Applicant did not inform the USPTO that its specimens for both of 

AppliĐaŶt’s Marks ďore the ® registratioŶ sǇŵďol. 

 54. Applicant has sold and promoted AppliĐaŶt’s Goods ǁith AppliĐaŶt’s 

Marks on them using the originally submitted drawing of the mark with the ® 

registration symbol. 



 

  

 55. AppliĐaŶt has ĐoŶtiŶued to sell aŶd proŵote AppliĐaŶt’s Goods ǁith 

AppliĐaŶt’s Marks oŶ theŵ usiŶg the origiŶallǇ suďŵitted draǁiŶg of the ŵark ǁith the 

® registration symbol.  

 56. Applicant willfully failed to correct its misrepresentation to the USPTO 

that its speĐiŵeŶs for ďoth of AppliĐaŶt’s Marks ĐoŶtaiŶed the ® registratioŶ sǇŵďol. 

 57. Applicant willfully failed to correct its misrepresentation to the USPTO 

that the first use and first use in commerce date as stated in the applications for 

AppliĐaŶt’s “erial No. 86/139,577 were still not correct. 

58. Such willful ŵisrepreseŶtatioŶs to the U“PTO alloǁed AppliĐaŶt’s Marks 

to proceed to publication.  AĐĐordiŶglǇ, registratioŶ of AppliĐaŶt’s Marks should ďe 

refused due to fraud on the USPTO.  

  

 Wherefore, Opposer prays that this Opposition be sustained and that Application 

Serial No. 86/139,432 and Application Serial No.  86/139,577 be refused registration. 

The required fee of six hundred dollars ($600) is has been previously 

submittedherewith. 

 

        Respectfully Submitted,  

 

      /Steven A. Freund/ 

Dated:  November 28, 2015                                By: __________________________  

                          Steven A. Freund, Esq.  

                                                                           Attorney for Opposer 

                                                                                        Law Office of Steven A. Freund 

                                                                                        A Professional Corporation 

                                                                                        P.O. Box 911457 

                                                                                        Los Angeles, CA 90091 

 

                                                                                        Phone: 310-284-7929 

 

   

       



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

OAKHURST INDUSTRIES, INC. DBA FREUND 
BAKING CO., 

Opposer,  

 

v. 

 

13TH  AVE  FISH  MARKET  INC.  DBA  FREUND’S 
FISH, 

Applicant 

) 
) 
) 
) 
) 
) 
) 
) 
) 
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) 
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) 

Opposition No. 91218523 
 
Application Serial No. 86/139,432 
Mark: FREUND’S FAMOUS   
Filing Date: December 10, 2013 
 
Application Serial No. 86/139,577 
Mark:  
Filing Date: December 10, 2013 
 

 

 
FIRST AMENDED NOTICE OF OPPOSITION 

 
  Oakhurst  Industries,  Inc.  DBA  Freund  Baking  Co.  (“Opposer”),  a  California 

corporation  with  its  address  at  2050  South  Tubeway  Ave.,  Commerce,  CA  90040, 

believes that it will be damaged by registration of Application Serial No. 86/139,432 for 

the word mark FREUND’S FAMOUS and Application Serial No. 86/139,577 for the words 

and design mark                             (literal element FREUND’S FAMOUS) (both of the foregoing 

marks  individually  referred  to  by  their Application  Serial Numbers  and  collectively  as 

“Applicant’s  Marks”),  both  as  applied  for  in  the  above‐identified  applications  on 

December  10,  2013 by  13th Ave  Fish Market  Inc. DBA  Freund’s  Fish1  (“Applicant”),  a 

New York  corporation with  its  address  at 4301 15th Avenue, Brooklyn NY 11219,  and 

therefore, hereby opposes registration Applicant’s Marks.  

  As grounds for opposition, Opposer alleges the following: 

1.  Opposer owns  two U.S. Registrations  (Reg. No. 4,304,304 and Reg. No. 

4,500,792) for the words and design mark  (literal  element  SINCE  1856  FREUND 

                                                       
1 It should be noted that when Opposer’s attorney conducted a search through the New York Department 
of State, Division of Corporations, it was found that Applicant does not have a DBA called “Freund’s Fish”. 

  



BAKING CO.) as applied for  in the above‐identified registrations (both of the foregoing 

marks  individually  referred  to  by  their  Registration  Numbers).    The  registrations 

together cover the following goods and services:   “Bakery products” and “Private label 

baking  services”  (“Opposer’s  Goods  and  Services”).    The  registrations  are  valid, 

subsisting and in full force and effect.  Copies of Opposer’s registration certificates and 

true and correct copies of TSDR printouts showing current status and title for Opposer’s  

registrations  are  attached  hereto  as  Exhibit  A,  and  are  incorporated  by  reference  as 

though fully set forth herein.   

  2.  Opposer’s  Reg.  No.  4,500,792  has  “SINCE  1856”  and  “BAKING  CO.” 

disclaimed. 

  3.  In addition, Opposer owns common  law  rights  in  the words and design 

mark that  is the subject of Opposer’s Reg. Nos. 4,304,304 and 4,500,792 for Opposer’s 

Goods  and  Services.    Opposer  further  owns  common  law  rights  for  marks  that  are 

different colored versions of Opposer’s Reg. Nos. 4,304,304 and 4,500,792 for Opposer’s 

Goods and Services, such as   .   Moreover, Opposer owns common  law rights  in 

the word mark FREUND BAKING CO. for Opposer’s Goods and Services.  All of Opposer’s 

marks that feature the term FREUND are referred to herein as “Opposer’s Marks.”  

  4.  Opposer has  invested considerable money, time and effort  into the use, 

advertising and promotion of Opposer’s Marks in connection with Opposer’s Goods and 

Services. 

  5.  Opposer has been using Opposer’s Marks  in connection with Opposer’s 

Goods and Services since at least as early as January 1981. 

  6.  Opposer’s Marks have  a  long  and  illustrious history  in  connection with 

Opposer’s Goods and Services going back many years. 

  7.  Since long prior to Applicant’s filing date and Applicant’s alleged first use 

and  first  use  in  commerce  date  of  Applicant’s Marks, Opposer  has  continuously  and 

extensively used in interstate commerce Opposer’s Marks on and in connection with the 

advertising, promotion, offer and sale of Opposer’s Goods and Services. 

  



8.  Opposer  filed  its application  for  the  registration  that matured  into Reg. 

No. 4,304,304 on May 16, 2012 and also  filed  its application  for  the  registration  that 

matured into 4,500,792 on May 30, 2013.   

  9.  Opposer’s Marks are inherently distinctive. 

  10.  Opposer’s  Marks  are  highly  distinctive  with  regards  to  the  goods  and 

services  covered  in  Opposer’s  Goods  and  Services.    Moreover,  Opposer’s  Marks  are 

highly  distinctive  with  regards  to  the  food  industry.    Opposer’s  Marks  have  earned 

tremendous goodwill in the food industry. 

  11.  Notwithstanding  Opposer’s  prior  rights  in  and  to  Opposer’s  Marks, 

Applicant  filed on December 10, 2013 the above‐identified applications  for Applicant’s 

Marks  both  for:  “GEFILTE  FISH,  FRESH  FISH, NOT  LIVE,  FROZEN  FISH,  CANNED  TUNA 

FISH, AND BREADED FISH FILLETS” (“Applicant’s Goods”), both with a claimed first use 

and first use in commerce date of October 1, 2013. 

FIRST GROUND FOR OPPOSITION: 
PRIORITY AND LIKELIHOOD OF CONFUSION  

  12.  Opposer incorporates by reference Paragraphs 1 through 11, inclusive, as 
if fully set forth herein. 
  13.  Opposer  filed  its applications  for  its marks previous  to Applicant’s  filing 

date  for  Applicant’s  Marks.    Both  of  Opposer’s  filing  dates  cited  in  Paragraph  8  are 

previous to Applicant’s claimed first use and first use in commerce dates for Applicant’s 

Marks. 

14.  Opposer has priority over Applicant through the use of Opposer’s Marks 

previous  to  the  filing  date  of  Applicant’s  Marks  and  through  Opposer’s  Reg.  No. 

4,304,304 and Reg. No. 4,500,792.   

  15.  Applicant  is not affiliated or  connected with Opposer, nor has Opposer 

endorsed or sponsored Applicant. 

  16.  Applicant’s Marks both have “FAMOUS” disclaimed. 

  17.  Opposer’s  Marks  and  Applicant’s  Marks  all  incorporate  the  word 

“FREUND”.   

  



  18.  Because of  the disclaimer  for Applicant’s Marks, and Applicant’s Marks’ 

“’S” merely denoting non‐distinctive matter signifying the possessive, “FREUND” should 

be considered the dominant part of Applicant’s Marks. 

  19.  Since in Opposer’s Reg. No. 4,500,792 all the words other than “FREUND” 

are disclaimed and  in Opposer’s Reg. Nos. 4,500,792 and 4,304,304 “FREUND” appears 

in  the  largest  letters and  in  the  center, most prominent portion of both  registrations 

(along with the common law version of such marks) “FREUND” should be considered the 

dominant part of Opposer’s Reg. Nos. 4,500,792 and 4,304,304, along with the common 

law versions of such marks. 

20.  Moreover,  “FREUND”  should  be  considered  the  dominant  part  of 

Opposer’s  common  law  mark  for  the  words  mark  SINCE  1856  FREUND  BAKING  CO. 

Opposer’s common law mark for FREUND BAKING CO. and Opposer’s common law mark  

. 

  21.  The design element of Opposer’s Marks  incorporates the word “Freund” 

in white stylized lettering, with the “F” in “Freund” capitalized and the rest of the word 

in  lower case  letters all against a blue background.   The “F”  in Opposer’s Marks has  its 

ends cut diagonally at a 45 degree angle and not in a vertical direction. 

  22.  Applicant’s Serial No. 86/139,577 is confusingly similar in appearance and 

commercial  impression  to  Opposer’s  Marks  because  it  too  incorporates  the  word 

“Freund”  in white stylized  lettering  in a highly similar font to the one Opposer’s Marks 

have, with the “F” in “Freund” capitalized and the rest of the word in lower case letters 

all against a blue background and the “F”  in Applicant’s Serial No. 86/139,577 also has 

its ends cut diagonally at a 45 degree angle and not in a vertical direction. 

23.  Since  Opposer’s  Marks  and  Applicant’s  Marks  both  have  the  shared 

identical  wording  of  “FREUND”,  since  “FREUND”  is  the  dominant  part  of  Opposer’s 

Marks  and  Applicant’s  Marks  and  since  Opposer’s  Marks  and  Applicant’s  Serial  No. 

86/139,577 have similar design components, Applicant’s Marks are confusingly similar in 

appearance and commercial impression to Opposer’s Marks. 

  



24.  Though different  foods and  food‐related services may  fall  into different 

classes, such as Applicant’s and Opposer’s, such foods and food‐related services can be 

considered  closely  related  for  a  likelihood  of  confusion  analysis,  especially when  the 

foods and food‐related services are complimentary.  

25.  Opposer’s  Goods  and  Services  and  Applicant’s  Goods  should  be 

considered  closely  related  and  complimentary,  especially  because  Applicant’s  Goods, 

namely  its breaded  fish  fillets,  incorporate bread, which  is a part of Opposer’s Goods 

and Services.   

26.  Moreover,  Applicant  has  already  produced  and  sold  products  that 

incorporate  bread  and  bakery  products  similar  or  the  same  as Opposer’s Goods  and 

Services under the same marks that comprise Applicant’s Marks alongside and separate 

from Applicant’s Goods, such as tempura batter mix, muffins, cakes and cookies.   This 

shows  that Applicant has already expanded  into Opposer’s Goods and Services, which 

would cause people to be confused as to source between Opposer and Applicant.  Were 

Applicant  to  release  further bread and bakery products under Applicant’s Marks,  this 

likelihood  of  confusion  would  continue,  due  to  Applicant’s  expansion  into  Opposer’s 

Goods and Services. 

27.  The  consolidation  and  diversification of  food manufacturing  companies 

often leads to different types of food products being distributed by one company, with 

most  consumers  not  being  aware  of  this.    Thus,  when  viewing  Applicant’s  Marks  in 

connection with Applicant’s Goods, consumers are  likely to be confused  into believing 

that such goods originate with, are approved, sponsored or endorsed by, or have some 

connection or affiliation with Opposer. 

28.  Moreover,  Opposer’s  Goods  and  Services  and  Applicant’s  Goods  are 

complimentary  because Opposer’s  bakery  products  and  Applicant’s  fish  products  are 

often combined for dishes such as sandwiches.   

  29.  Opposer’s  Goods  and  Applicant’s  Goods  have  similar  trade  channels 

because they both incorporate products that are found in the same places.  

  



  30.  Opposer’s  Goods  and  Applicant’s  Goods  are  offered  to  similar  or 

overlapping classes of purchasers. 

31.  Applicant’s Marks, when used  in connection with Applicant’s Goods and 

Applicant’s bread and bakery products is likely to cause confusion, to cause mistake, and 

to deceive the trade and public, who, upon seeing the Applicant’s Marks  in connection 

with Applicant’s Goods and Applicant’s bread and bakery products, would believe that 

such  goods  originate  with,  are  approved,  sponsored  or  endorsed  by,  or  have  some 

connection  or  affiliation with Opposer.  Accordingly,  registration  of  Applicant’s Marks 

would  damage  Opposer,  and  registration,  therefore,  should  be  refused  pursuant  to 

Section 2(d) of the Trademark Act. 

SECOND GROUND FOR OPPOSITION: 
MERE DESCRIPTIVENESS ‐ ONLY FOR APPLICATION SERIAL NO. 86/139,577 

  32.  Opposer incorporates by reference Paragraphs 1 through 31 inclusive, as 

if fully set forth herein. 

  33.  Applicant’s  Serial  No.  86/139,577  incorporates  as  part  of  its  design 

element the picture of a fish. 

  34.  Such a picture of a fish does not have secondary meaning. 

35.  Applicant’s Goods are  fish products such as: “GEFILTE FISH, FRESH FISH, 

NOT LIVE, FROZEN FISH, CANNED TUNA FISH, AND BREADED FISH FILLETS”, as  listed  in 

the applications for Applicant’s Marks. 

36.  The  legally equivalent wording to the picture of a fish part of the design 

component of Applicant’s Serial No. 86/139,577 is “fish”. 

37.  Thus,  the picture of a  fish part of  the design  component of Applicant’s 

Serial  No.  86/139,577  is  merely  descriptive  of  Applicant’s  Goods.    Accordingly, 

registration of Serial No. 86/139,577, should be refused pursuant  to Section 2(e)(1) of 

the Trademark Act. 

   

  Wherefore, Opposer prays that this Opposition be sustained and that Application 

Serial No. 86/139,432 and Application Serial No.  86/139,577 be refused registration. 

  



  

The required fee of six hundred dollars ($600) has been previously submitted. 

 

             Respectfully Submitted,  

 

            /Steven A. Freund/ 

Dated:  November 28, 2015                                By: __________________________  

                              Steven A. Freund, Esq.  
                                                                           Attorney for Opposer 

                                                                                        Law Office of Steven A. Freund 
                                                                                        A Professional Corporation 
                                                                                        P.O. Box 911457 
                                                                                        Los Angeles, CA 90091 
 
                                                                                        Phone: 310‐284‐7929 
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Mark Information

Mark Literal Elements: SINCE 1856 FREUND BAKING CO.

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the word "FREUND" in white, placed in a blue banner. The banner is centered on a double circle, the inner
element of the circle in yellow and the outer element of the circle in red. The words "SINCE 1856 and BAKING CO." appear in yellow
lettering around the outer circle. This design is contained within a white rectangle with a thin blue border.

Color Drawing: Yes

Color(s) Claimed: The color(s) White, Blue, Yellow and Red is/are claimed as a feature of the mark.

Design Search Code(s): 24.09.07 - Advertising, banners; Banners
26.01.01 - Circles as carriers or as single line borders
26.11.02 - Plain single line rectangles; Rectangles (single line)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Bakery products

International Class(es): 030 - Primary Class U.S Class(es): 046

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 01, 1981 Use in Commerce: Jan. 01, 1981

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Oakhurst Industries, Inc.

DBA, AKA, Formerly: DBA Freund Baking Co.

Owner Address: P.O. Box 911457
Los Angeles, CALIFORNIA 900911457
UNITED STATES

Generated on: This page was generated by TSDR on 2014-09-24 11:38:53 EDT

Mark: SINCE 1856 FREUND BAKING CO.

US Serial Number: 85627606 Application Filing Date: May 16, 2012

US Registration Number: 4304304 Registration Date: Mar. 19, 2013

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 19, 2013

Publication Date: Jan. 01, 2013



Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Steven A. Freund, Esq.

Attorney Primary Email
Address:

sfreund@freundlawfirm.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

STEVEN A. FREUND, ESQ.
LAW OFFICE OF STEVEN A. FREUND, A PROFESSIONAL COR
1801 CENTURY PARK E STE 2300
LOS ANGELES, CALIFORNIA 90067-2325
UNITED STATES

Phone: 310-284-7929

Correspondent e-mail: sfreund@freundlawfirm.com npgesq@aol.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Mar. 19, 2013 REGISTERED-PRINCIPAL REGISTER

Jan. 01, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jan. 01, 2013 PUBLISHED FOR OPPOSITION

Dec. 12, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Nov. 29, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 68123

Nov. 27, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 27, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 68123

Nov. 27, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 68123

Nov. 13, 2012 ASSIGNED TO LIE 68123

Oct. 22, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 17, 2012 NOTIFICATION OF PRIORITY ACTION E-MAILED 6326

Oct. 17, 2012 PRIORITY ACTION E-MAILED 6326

Oct. 17, 2012 PRIORITY ACTION WRITTEN 62126

Oct. 05, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Oct. 04, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Oct. 04, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 12, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Sep. 12, 2012 NON-FINAL ACTION E-MAILED 6325

Sep. 12, 2012 NON-FINAL ACTION WRITTEN 62126

Sep. 06, 2012 ASSIGNED TO EXAMINER 62126

May 23, 2012 NOTICE OF DESIGN SEARCH CODE MAILED

May 22, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 19, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 19, 2013





 

Mark Information

Mark Literal Elements: SINCE 1856 FREUND BAKING CO.

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the word "FREUND" in white, placed in a blue banner. The banner is centered on a double circle, the inner
element of the circle in yellow and the outer element of the circle in red. The words "SINCE 1856" and "BAKING CO." appear in yellow
lettering around the outer circle. This design is contained within a white rectangle with a thin blue border.

Color Drawing: Yes

Color(s) Claimed: The color(s) white, blue, yellow and red is/are claimed as a feature of the mark.

Disclaimer: "SINCE 1856" AND "BAKING CO."

Design Search Code(s): 24.09.07 - Advertising, banners; Banners
26.01.20 - Circles within a circle
26.01.21 - Circles that are totally or partially shaded.
26.11.01 - Rectangles as carriers or rectangles as single or multiple line borders
26.13.21 - Quadrilaterals that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

4304304

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Private label baking services

International Class(es): 040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 01, 1981 Use in Commerce: Jan. 01, 1994

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2014-09-24 11:39:35 EDT

Mark: SINCE 1856 FREUND BAKING CO.

US Serial Number: 85946497 Application Filing Date: May 30, 2013

US Registration Number: 4500792 Registration Date: Mar. 25, 2014

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 25, 2014

Publication Date: Jan. 07, 2014



Owner Name: Oakhurst Industries, Inc.

DBA, AKA, Formerly: DBA Freund Baking Co.

Owner Address: P.O. Box 911457
Los Angeles, CALIFORNIA 900911457
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Steven Freund

Attorney Primary Email
Address:

sfreund@freundlawfirm.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

STEVEN FREUND
LAW OFFICES OF STEVEN FREUND
PO BOX 911457
LOS ANGELES, CALIFORNIA 90091-1238
UNITED STATES

Phone: 310-284-7929

Correspondent e-mail: sfreund@freundlawfirm.com npgesq@aol.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Mar. 25, 2014 REGISTERED-PRINCIPAL REGISTER

Jan. 07, 2014 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jan. 07, 2014 PUBLISHED FOR OPPOSITION

Dec. 18, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Dec. 05, 2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 70884

Dec. 03, 2013 ASSIGNED TO LIE 70884

Nov. 07, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 05, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 04, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 04, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 14, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Sep. 14, 2013 NON-FINAL ACTION E-MAILED 6325

Sep. 14, 2013 NON-FINAL ACTION WRITTEN 81858

Sep. 13, 2013 ASSIGNED TO EXAMINER 81858

Jun. 11, 2013 NOTICE OF DESIGN SEARCH CODE E-MAILED

Jun. 10, 2013 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 03, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 25, 2014
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